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DETAILED ACTION 

The following is Examiner's response to Applicant's amendment received 04/25/2008 
stemming from Examiner's Office Action dated 10/25/2007. 

Status of the Claims 

As per Applicant's response, Examiner acknowledges that Applicant (1) presents Claim 1 
as originally filed, (2) amended Claims 2-6, 8-17 & 19-21 and (3) added new Claims 22-42. 
Here, Claims 7 & 18 are presented as originally filed, but are considered amended due to their 
dependence on amended claims. As such. Claims 1-42 are currently pending. Applicant also 
amended his/her specification. 

Response to Remarks/Arguments 

Specification Objections 
In view of Applicant's amendments. Examiner withdraws the specification objections of 
his previous office action. 

Minor Claim Objections 
Claims 2-10 & 17 were objected to because of minor informalities. 
As per Claims 2-10, Examiner withdraws his objections. Applicant appears to indicate 
that his server is operable to [perform various fiinctions]. {e.g. "receive at least two 
inventories" (Claim 2), "perform at least one transaction" (Claim 6, i.e. consolidation), 
"verify accuracy" (Claim 7), "receive at least two inventories" (Claims 8-10)}. Here, it 
has been generally accepted that configuring a computer in a fiinctionally meaningfiil 



Application/Control Number: 10/735,749 Page 3 

Art Unit: 3692 

way changes the computer to be something beyond a general purpose computer. In this 
vein, Examiner suggests "configured to" in lieu of "operable to". 

As per Claims 3 & 9, Examiner's lack of clarity resulted from Applicant's introduction of 
"said indicia (fUrther) include(s) other pertinent information concerning each said 
mortgage backed security..." followed by "said transaction further includes other 
pertinent information concerning each said mortgage backed security'" . Examiner was, 
and still is, unclear whether the "other pertinent information" of the transaction is the 
same or different from the indicia. Examiner notes that Claim 2 also states "other 
pertinent information concerning each said mortgage backed security" which adds to the 
potential confusion. As such, the objections are maintained and Applicant should clarify 
the record and his/her claims. 

As per Claim 17, in view of Apphcant's amendment of dependency. Examiner withdraws 
his objection. 

Statutory Grounds of Rejection 
The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC § 112 

Claims 2, 4, 5, 13, 15, 16 & 19 were rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

As per Claims 2 & 13, Examiner withdraws his rejections. 
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As per Claims 4, 5, 15, 16 & 19, Examiner withdraws his rejections in view of 
Applicant's amendments. 

Double Patenting 

Applicant requested that Examiner "hold the non-statutory double patenting rejection in 
abeyance until allowable matter is identified." [Applicant's Response, page 23, lines 3-4]. Per 
37 CFR 1.111(b): 

"The reply by the appUcant or patent owner must be reduced to a writing which distinctly and specifically 
points out the supposed errors in the examiner's action and must reply to eveiy ground ol" objection and 
rejection in the prior Ol'lice action. The reply must present arguments pointing out the specil'ic distinctions 
believed to render the claims, including any newly presented claims, patentable over any applied 
references. If the reply is with respect to an application, a request may be made that objections or 
requirements as to form not necessary to fiirther consideration of the claims be held in abeyance until 
allowable subject matter is indicated. The applicant's or patent owner's reply must appear throughout to be 
a bona fide attempt to advance the application or the reexamination proceeding to fmal action. " 

Applicant was not responsive with regard to pointing out the specific distinctions believed to 

render his/her claims patentable over Application 1 1/129,334. As such. Examiner maintains his 

provisional non-statutory obviousness type double patenting rejection of Claims 8 «& 19 over 

Claim 4 of copending Application 1 1/129,334. Examiner notes that this is a "rejection" and not 
an "objection or requirement as to form" and cannot be held in abeyance. 

Claim Rejections - 35 USC § 103 

Claims 1-4, 6, 7, 1 1-15, 17 & 18 were rejected under 35 U.S.C. 103(a) as being 
unpatentable over Singh et al [2004/0167824] in view of Kochansky et al [2003/0187777]. 
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As per Claim 12, Applicant asserts that Examiner's citation "does not teach anything 
about an inventory or indicia..." [Applicant's Response, page 23, Une 15]. Examiner 
respectfully disagrees. Here, Singh ('824) generally teaches "barter-type exchanges 
between multiple parties", [paragraph 10]. As part of this exchange, a participant 
provides an order of products with each order "identifying a number of units of one of the 
products to buy or sell" [paragraph 11]. Surely, in view of Applicant's broad language, 
the number of units of a product available is reasonably interpreted as an "indicia 
associated with each said... security" and an order is reasonably interpreted as a submitted 
"inventory" to be traded. Applicant has not indicated in his/her claims that "inventory" 
comprises more than one type of security. In addition, in response to Applicant's 
assertion that Examiner's citation "does not provide information about any characteristics 
of each security". Applicant's broad "indicia" is not limited to particular characteristics 
of the units, etc [Applicant's Response, page 23, line 22] under current claim language. 
Next, Applicant asserts that Examiner's citation does not teach "performing at least one 
transaction based on an analysis of said at least one inventory" [Applicant's Response, 
page 23, lines 27-28]. Examiner respectfully disagrees. Here, Singh ('824) teaches its 
administrator "match[ing] the orders (i.e. inventories) to determine matched orders and 
unmatched orders, [and] swap[ping] matched orders" [paragraph 55, parenthetical 
added]. Surely determining matched and unmatched orders requires "analysis" and the 
actual swapping of orders is reasonably interpreted as a "transaction" performed. 
Applicant does not presently claim what particular type of analysis is required. 
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Next, Applicant unduly interprets Examiner's statement that Singh ('824) does not 
"specifically disclose" as an admission. Just because something is not 
specifically/explicitly disclosed does not means that Singh ('824) does not provide 
support or rationale for such limitations. Regardless, as stated above, receiving an order 
is reasonably interpreted as receiving an "inventory" of items to be traded. Further, as 
noted by Examiner, Singh ('824) specifically deals with "adjusting the composition of 
inventory" [Office Action, page 7, line 1]. As such, the remainder of Applicant's logic is 
faulty, [see Applicant's Response, page 24, lines 5-9]. 

Next, Applicant asserts that Examiner "provides no evidence to support his theory that 
the players would not be concerned with others knowing the content of one's portfolio." 
[Applicant's Response, page 24, lines 22-23]. Here, Examiner was merely providing 
rationale, for modifying Singh ('824), to include explicitly submitting one's whole 
portfolio of inventory to a trading entity. Surely one of skill in the art would appreciate 
market impact scenarios and concerns that accompany them in avoidance of swaying a 
market for a product being traded. 

Next, in response to Applicant's argument that Examiner "does not explain how it would 
have been obvious for one of ordinary skill in the art to modify Singh's system to handle 
inventories" [Applicant's Response, page 24, lines 25-26], Examiner asserts that one of 
skill in the art would appreciate the substitution of an actual "inventory" in Ueu of a 
simple order. Here, Singh ('824) teaches the submission of an order with instructions 
(i.e. identifying a number of units.. .of products.. .setting swap prices for the products {see 
paragraph 11}). In this vein, the technical ability existed to substitute for trade a 
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portfolio/inventory of tradeable objects not unlike the submission of a simple order of 
one tradeable object and the result of the substitution is predictable. 
Lastly, in response to Applicant's argument that "the administrator would have no way of 
knowing. . . .what the participant wanted to reduce and what the participant wanted to 
gain" [Applicant's Response, page 24, line 29-page 25, line 1], Examiner reiterates that 
Singh ('824) teaches sellers as "interested in adjusting the composition of inventory" 
[paragraph 6] and the concept of a "unilateral order" which sets "constrained net activity" 
for the administrator to follow, [see paragraph 11]. 

As per Claims 13-21, Applicant did not individually address said Claims but merely 
concluded them, without support, as allowable based on his/her Claim 12 arguments. 
Examiner notes that Applicant stated Claim 1 [Applicant's Response, page 25, line 10], 
however this is likely a typo. 

As per Claims 1-11, not unlike above, Applicant did not individually address said Claims 
but merely concluded them, without support, as allowable based on his/her Claim 12 
arguments. 
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Response to Amendments 
Minor Claim Objections 
Claims 22, 32 & 33 are objected to because of the following informalities: 

1 . As per Claim 22, Examiner suggests "said at least one inventory" in lieu of "said 
inventory". Next, "each said mortgage backed security" lacks clear antecedent 
basis. Next, Examiner suggests "said at least one transaction" for more clear 
antecedent basis. Next, Examiner suggests "a consolidation of said mortgage- 
backed securities" for proper antecedent basis. Lastly, "said pools" and "the [] 
original face value" lack antecedent basis. 

2. As per Claim 32, Examiner suggests "different ones of said plurality of 
inventories" in lieu of "different ones of said inventories" for clarity. Further, 
Examiner suggests "said like pools" and "an individual financial institution" for 
consistency of claim language. Lastly, the original face value lacks antecedent 
basis. 

3. As per Claim 33, "each said mortgage backed security" lacks clear antecedent 
basis. Next, Examiner suggests "said at least one transaction" in lieu of "said 
transaction" in two instances. Next, Examiner suggests "a consolidation of said 
mortgage-backed securities" for proper antecedent basis. Lastly, "said pools" and 
"the [] original face value" lack antecedent basis. 

Appropriate correction is required. 
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Claim Rejections - 35 USC § 112 

Claims 23-31 & 34-42 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Note: Applicant has inserted previously dependent claim limitations into his newly 

added independent claims as follows: 

1 . Applicant added the limitation "wherein said transaction includes a 
consolidation... prior to said consolidation" from Claim 2 into Claim 1 to form 
independent Claim 22. Claims 23-31 precisely mimic Claims 2-10. 

2. Applicant added the abbreviated limitation "wherein the total number of said 
pools... prior to said consolidation" from Claim 13 into Claim 1 1 to form 
independent Claim 32. 

3. Applicant added the limitation "wherein said transaction includes a 
consolidation... prior to said consolidation" from Claim 13 into Claim 12 to form 
independent Claim 33. Claims 34-42 mimic Claims 13-21. 

Examiner notes that these added limitations create a plurality of global antecedent basis 
issues in addition to highlighting existing ambiguity issues . Examiner has attempted to 
provide a few representative claims but relies on Applicant to correct his/her claims 
which are replete with consistent errors . Further, Examiner suggests that Applicant 
reconsider his/her Claims 1-21 language for similar issues . Generally, Applicant should 
consider who owns each pool (i.e. financial institution, account holder, different financial 
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institutions, different account holders), which inventory or inventories are contemplated, 
whether the pool numbers are the same or different, etc. 

As per Claim 23 . "mortgage backed security" holds antecedent basis in Claim 22 and 
should be "said each mortgage backed security". Further, "said inventories" should be 
"said at least two inventories" in two instances due to the difference from "at least one 
inventory" of Claim 22. Next, "said mortgage backed security pool" lacks clear 
antecedent basis in Claim 22. Lastly, Examiner suspects that Applicant intended "at least 
one of said different financial institutions" in lieu of "at least one of said financial 
institutions". 

As per Claim 24 . "other pertinent information" and "an account holder" already hold 
antecedent basis in Claim 23. Similar to Claim 23, Examiner suggests "said each 
mortgage backed security. Further, Examiner questions whether "a Pool Number" is the 
same as or different from "a Pool Number" of Claim 23. Next, "said inventories" should 
be "said at least two inventories". Next, Examiner questions whether "a plurality of 
mortgage backed securities" and "conmion pool numbers" are the same as or different 
fi-om "a plurality of mortgage backed securities" and common Pool Numbers" of Claim 
23. Next, "said transaction" should be "said at least one transaction". Next, it is unclear 
to what "said pools" refers. Next, Examiner suspects that "said account holders" should 
be "said different account holders". Lastly, Examiner questions to which "other pertinent 
information" (i.e. that of Claim 24 or Claim 23) of which "said at least one transaction" is 
based on. 
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As per Claims 25-31 . said claims have similar antecedent basis issues and ambiguities as 
noted above. 

As per Claim 34 . "mortgage backed security" holds antecedent basis in Claim 33 and 
should be "said each mortgage backed security". Further, "said inventories" should be 
"said at least two inventories" in two instances due to the difference from "at least one 
inventory" of Claim 33. Next, "said mortgage backed security pool" lacks clear 
antecedent basis in Claim 33. Next, "said transaction" should be "said at least one 
transaction". Lastly, Examiner suspects that Applicant intended "at least one of said 
different financial institutions" in lieu of "at least one of said financial institutions" for 
proper antecedent basis. 

As per Claim 35 . "other pertinent information" and "an account holder" already hold 
antecedent basis in Claim 34. Similar to Claim 34, Examiner suggests "said each 
mortgage backed security. Further, Examiner questions whether "a Pool Number" is the 
same as or different fi-om "a Pool Number" of Claim 34. Next, "said inventories" should 
be "said at least two inventories". Next, Examiner questions whether "a plurality of 
mortgage backed securities" and "common pool numbers" are the same as or different 
fi-om "a plurality of mortgage backed securities" and common Pool Numbers" of Claim 
34. Next, it is unclear to what "said pools" refers. Next, Examiner suspects that "said 
account holders" should be "said different account holders". Next, "said transaction" 
should be "said at least one transaction" and "mortgage backed securities" should be 
preceded by "said" and "the [] original face value" lacks clear antecedent basis. 
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As per Claims 36-42 , said claims have similar antecedent basis issues and ambiguities as 
noted above. 

Obviousness-Type Double Patenting 

Claims 8 & 19 of this apphcation conflict with Claim 4 of Application No. 1 1/129,334. 
37 CFR 1 .78(b) provides that when two or more applications filed by the same applicant contain 

conflicting claims, elimination of such claims from all but one application may be required in the 
absence of good and sufficient reason for their retention during pendency in more than one 
application. Applicant is required to either cancel the conflicting claims from all but one 
application or maintain a clear line of demarcation between the applications. See MPEP § 822. 

The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patcntably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fiiUy comply with 37 CFR 
3.73(b). 

As per Claims 8 & 19, said Claims are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over Claim 4 of 

copending Application No. 1 1/129,334. Although the conflicting claims are not 
identical, they are not patcntably distinct fi-om each other because they claim (1) 
"receiv[ing] at least two inventories of mortgage-backed securities", (2) have indicia 
including of "holder", "pool number", "value", and "failed trade", (3) 
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"coromon. . .inventories", (4) a "report" and (5) indication of round robin. As such, it is 
inherent that to indicate a round robin, a transaction involving a round robin must have 
occurred. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 



Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

Claims 33-42 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Note: Applicant may wish to reconsider his/her substantially similar claims 12-21. 
Here, the state of the law with respect to statutory subject matter eligibility under §101 is 
evolving and is presently an issue in several cases under appeal at the Federal Circuit 
with regard to process claims. As presently understood, based on Supreme Court 
precedent and recent Federal Circuit decisions, [see Diamond v. Diehr, 450 U.S. 175, 184 
(1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 409 U.S. 
63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876)] a §101 statutory 
process must (1) be tied to another statutory class (e.g. such as a particular apparatus) or 
(2) transform underlying subject matter (such as an article or materials) to a different 
state or thing. If neither of these requirements is met, a method is not a patent eligible 
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process under §101 and should be rejected as being directed to non-statutory subject 
matter. 

For example, a method claim that recites purely mental steps (e.g. can be performed by 
mental process or human intelligence alone) would not qualify as a statutory process. To 
qualify as a §101 statutory process, the claim should (1) positively recite another 
statutory class (e.g. thing or product) to which it is tied (e.g. by identifying the apparatus 
that accomplishes the method steps) or (2) positively recite the subject matter that is 
being transformed (e.g. by identifying the material that is being changed to a different 
state). 

As per Claim 33, Examiner asserts that said method steps could be performed by merely 
mental steps (e.g. can be performed by mental process or human intelligence alone). 
Here, Applicant does not adequately tie his/her steps to another statutory class to qualify 
as a § 101 statutory process. Applicant should consider what is "receiving"?, what is 
"performing"?, and what is "returning"?. 

Lastly, Examiner notes that Applicant's recitation of his/her method as "computer-based" 
in the preamble is inadequate as a mere nominal recitation of structure. Applicant should 
consider what structure, in the body of his/her claim, is necessary to complete his/her 
method steps to take said Claims out of being executed via purely mentally supported 
activities. 

As per Claims 34-42, said Claims are rejected as they do not correct the deficiency of 
Claim 33. 
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Claim Rejections - 35 USC §103 
Note: Method claims will be examined prior to System claims in each section below. 

Claims 1-4, 6, 7, 1 1-15, 17, 18, 22-25, 27, 28, 32-36, 38 & 39 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Singh et al [2004/0167824] in view of Kochansky et al 
[2003/0187777]. 

As per Claim 12 . Singh et al ('824) discloses as follows: 

First, Singh ('824) teaches receiving... securities [see paragraph 45 "securities"] from 

an institution [see paragraph 46, "business", "legal entity"]; 

Next, Singh ('824) teaches said inventory including indicia associated with each 

said... security [see paragraph 11, "identifying". Further, see response to 

remarks/arguments above.]; 

Next, Singh ('824) teaches performing at least one transaction based on an analysis of said at 
least one inventory [see paragraph 55, "swaps matched orders". Further, see 
response to remarks/argiiments above.]; 

Next, Singh ('824) teaches returning a result of said transaction to said institution [see 
paragraph 55, "notifies the participants"]. 

However, Singh et al ('824) does not explicitly disclose said securities being 
mortgage-backed securities. Regardless, Kochansky et al ('777) discloses the trading 
of "mortgage-backed securities" [paragraph 5] amongst "large institutions" 
[paragraph 10]. Like Singh et al ('824), Kochansky et al ('777) deals with the 
"secondary market" [see paragraph 5]. Entities must be aware of not only the 
current value of their portfolios but also their content. In this vein, a mortgage- 
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backed security is a "security" that can be exchanged for all intensive purposes to 
achieve desired portfolio content and value. As such, it would have been obvious 
to one of ordinary skill in the art, at the time of Applicant's invention, to modify 
Singh et al ('824) to include the transfer of mortgage-backed securities among 
institutions. One would recognize the simple substitution of one type of security 
for another. 

Further, Singh et al ('824) does not explicitly disclose receiving at least one 
inventory. However, Singh et al ('824) teaches a method where "a seller [is] more 
interested in adjusting the composition of inventory than in receiving monetary 
consideration for products in the inventory." ["orders" received (see paragraph 
1 1) to adjust "inventory" (see paragraph 6)]. If not concerned of others knowing 
the content of one's portfolio, it would be more efficient to submit actual 
inventories for trading in lieu of "orders" that would achieve the same desired 
end/portfolio content. As such, it would have been obvious to one of ordinary 
skill in the art, at the time of Applicant's invention, to modify Singh et al (376) to 
include the "receiving [of] at least one inventory." Further, see response to 
remark/arguments above. 
As per Claim 13 . Singh ('824) as modified teaches the method of Claim 12 above. 

Next, Singh ('824) teaches said indicia include other pertinent information concerning each 
said mortgage-backed security, including at least a financial institution uniquely identifying an 
account holder of each mortgage-backed security in each of said inventories [Here, Examiner 
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asserted, uncontested by Applicant, it as necessary that trade data includes a 
unique identifier of the holder in order to track trade transactions.] 
Next, Singh ('824) teaches said transaction includes a consolidation of [] securities such that 
the total number of said pools owned by at least one of said financial institutions after said 
consolidation is reduced while maintaining substantially the same aggregate original face value 
prior to said consolidation, [see paragraph 6, "seller is willing to receive other 
products in exchange for the products in the seller's inventory" and paragraph 44 
"by exchanging inventory, a participant can make the inventory more balanced, 
reduce odd-lot portions, and/or reduce odd-dated portions" and paragraph 62, 
"price is not used [] to match" and paragraph 80, "where a valuation difference 
between the number of units matched for each participant is minimized." (i.e. 
substantially same aggregate original face value)] 

However, Singh et al ('824) does not explicitly disclose at least two inventories are 
received at said receiving step Here, Examiner points Applicant to the logic and 
evidence of Claim 12 analysis above regarding "receiving at least one inventory" 
and Examiner's respective response to remarks/arguments in addition to Singh 
('824) disclosing "receiving a plurality of orders from a plurality of participants to 
[trade] a plurality of products" (paragraph 11, emphasis added) to adjust 
"inventory" (paragraph 6). Thus orders are interpreted as an inventory or part of 
an inventory and one of skill in the art would appreciate receiving more than one 
inventory.] 

However, Singh et al ('824) does not explicitly disclose: indicia includ[ing] . . .a Pool 
Number identifying each said mortgage-backed security pool owned by said financial institution; 
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and an original face value of each said mortgage -backed security Regardless, uncontested by 

Applicant, Applicant's specification admits, that these elements are commonly 
associated with pool trades, [see Applicant's Background Of The Invention, page 
2, line 6] One trading mortgage-backed securities would be apprised of such 
identifiers. As such, it would have been obvious to one of ordinary skill in the art, 
at the time of Applicant's invention, to modify Singh et al ('824) to include pool 
numbers and face values of mortgage-backed securities (associated with the 
institution) as indicia while matching. 

Further, Singh et al ('824) does not explicitly disclose said inventories include a 
plurality of mortgage-backed seciuities with common Pool Numbers that belong to different 
fmancial institutions. Regardless, Kochansky et al ('777) teaches different 
institutions possibly having common pool numbers in their portfolios, [see 
paragraph 10, "institutions. . . [with] each portfolio including a variety of amounts 
and types of mortgage-backed securities". Here, Examiner asserted, uncontested 
by Applicant, it as inherent that inventories of different institutions likely hold the 
same "pool numbers" given the limited issuers of such securities (e.g. GNMA, 
FHLMC, FNMA)]. Further, Examiner asserted, uncontested that one trading 
mortgage-backed securities would understand that other institutions hold part of 
the original pool of mortgages. As such, it would have been obvious to one of 
ordinary skill in the art, at the time of Applicant's invention, to modify Singh et al 
('824) to account for different institutions that hold common pool numbers. 
As per Claim 14 , Singh ('824) as modified teaches the method of Claim 13 above. 
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Further, Singh et al ('824) teaches said indicia further includes other pertinent information 
concerning each said mortgage - backed security, including at least an account holder [see 
paragraph 47, "an entity controls products for a number of customers and desires 
to participate in the match-and-swap marketplace on behalf of each customer". 
Here, Examiner asserted, uncontested by Applicant, it as necessary that trade data 
includes a unique identifier of each account holder in order to track trade 
transactions] 

Next, Singh ('824) teaches said transaction further includes a consolidation of mortgage- 
backed securities such that the total number of said pools owned by at least one of said account 
holders after said consolidation is reduced while maintaining substantially the same aggregate 
original face value prior to said consolidation, [paragraph 47, "participat[ing] on behalf of 
each customer" and paragraph 6, "seller is willing to receive other products in 
exchange for the products in the seller's inventory" and paragraph 44, emphasis 
added, "by exchanging inventory, a participant can make the inventory more 
balanced, reduce odd-lot portions, and/or reduce odd-dated portions " and 
paragraph 62, "price is not used [] to match" and paragraph 80, "where a 
valuation difference between the number of units matched for each participant is 
minimized." (i.e. substantially same aggregate original face value) Here 
Examiner notes that such transaction is based on information associated with each 
mortgage backed security (i.e. their valuation, their quantities, etc.)]. 
However, Singh et al ('824) does not explicitly disclose a Pool Number identifying a 
mortgage-backed security pool owned by said account holder; and an original face value of said 
Pool Number Regardless, uncontested by Applicant, Applicant's specification 
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admits that these elements are commonly associated with pool trades, [see 
Applicant's Background Of The Invention, page 2, line 6] One trading mortgage- 
backed securities would be apprised of such identifiers. As such, it would have 
been obvious to one of ordinary skill in the art, at the time of Applicant's 

invention, to modify Singh et al ('824) to include pool numbers and face values of 
mortgage-backed securities (associated with an account holder) as indicia while 
matching.] 

Further, Singh et al ('824) does not explicitly disclose said inventories further include 
a plurality of different account holders having a plurality of mortgage-backed securities with 
common pool numbers; Regardless, Kochansky et al ('777) teaches different 
investors possibly having common pool numbers in their portfolios, [see 
paragraph 10, "investors. . . [with] each portfolio including a variety of amounts 
and types of mortgage-backed securities". Here, Examiner asserted, uncontested 
by AppUcant, it as inherent that inventories of different institutions likely hold the 
same "pool numbers" given the limited issuers of such securities (e.g. GNMA, 
FHLMC, FNMA)]. Further, Examiner asserted, uncontested that one trading 
mortgage-backed securities would understand that other investors hold part of the 
original pool of mortgages (especially on a secondary market). As such, it would 
have been obvious to one of ordinary skill in the art, at the time of Applicant's 
invention, to modify Singh et al ('824) to account for different account holders 
holding common pool numbers. 
As per Claim 15 , Singh ('824) as modified teaches the method of Claim 14 above. 



Application/Control Number: 10/735,749 Page 21 

Art Unit: 3692 

However, Singh et al ('824) does not explicitly disclose said indicia further includes a 
flag for each of said mortgage-backed securities in said inventory, said flag for indicating that said 
account holder requests a retention of a respective said mortgage-backed security; Regardless, 
Singh et al ('824) does teach that participants can have preferences for certain 
securities over others, (see paragraph 59, "unilateral orders. . . [of] a subset 
thereof and paragraph 60 "entity desiring to interact with the match-and-swap 
marketplace. . .but does not want to lump all the products together") Here, 
Examiner asserted, uncontested by Applicant, that a prudent investor would wish 
to mark/indicate securities that he/she prefers or intends to keep when submitting 
his/her inventory to a third party. As such, it would have been obvious to one of 
ordinary skill in the art, at the time of Applicant's invention, to modify Singh et al 
('824) to include a flag/indicator to retain certain securities. 
Further, Singh ('824) does not explicitly disclose said consolidation of mortgage- 
backed securities includes a redistribution of said respective mortgage-backed security to those of 
said account holders that set said flag for said respective mortgage-backed security. Regardless, 
Singh et al ('824) does teach that participants can place orders in line with their 
preferences, (see paragraph 60, "orders for A, B and C products" and "orders for 
D and E products"). Here, Examiner asserted, uncontested by Applicant, that a 
prudent investor, or one on his/her behalf, would wish to follow investor 
preferences when trading in a portfolio and return (already owned) preferred 
securities to the portfolio inventory that should not be traded. As such, it would 
have been obvious to one of ordinary skill in the art, at the time of Applicant's 
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invention, to modify Singh et al ('824) to include the redistribution of flagged 
securities to their respective account holders. 

As per Claim 17 . Singh ('824) as modified teaches the method of Claims 12 above. 

Further, Singh ('824) as modified teaches or renders the elements of Claim 17 
obvious under the logic and evidence as presented in Claim 14 above. 

As per Claim 18 . Singh ('824) as modified teaches the method of Claim 12 above. 

Further, Singh et al ('824) teaches verifying the accuracy of said inventory by comparing 
said inventory with an available database of information about mortgage-backed securities within 
said inventory, [see paragraph 67. In contemplation of a swap, Singh et al ('824) 
teaches "us[ing] any pricing methodology" including "current or fixture market 
prices" (uncontested by Applicant, commonly available in some type of database) 
or " a person or group of persons knowledgeable in the valuation of products" for 
a "determination independent of the unilateral orders (inventories)".] 

As per Claims 1-4. 6 & 7. Singh et al ('824) discloses a "server" [see paragraph 16]. 

Here, Examiner asserted, uncontested by Applicant, it as inherent that such server 
is capable of producing the fimctionality as evidenced in Claims 12-15,17&18 
above. 

As per Claim 11 . Singh et al ('824) discloses a "server" [see paragraph 16] and "at least 

one workstation" [see paragraph 16 & Figure 10]. 

Here, Examiner asserted, uncontested by Applicant, it as inherent that such server 
and workstations, as a system, are capable of producing the fiinctionality as 
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necessary in Claim 1 1 . Examiner notes that said substantially similar 
functionality of Claim 1 1 has been represented in the claims above. 
As per Claim 32 . Singh et al ('824) discloses a "server" [see paragraph 16] and "at least 
one workstation" [see paragraph 16 & Figure 10]. Further, Singh ('824) teaches wherein 
the total number of said pools. . .prior to said consolidation under the logic and evidence as 
presented in Claim 13 above. 

As per Claim 33 . Singh ('824) as modified teaches the method as discussed in Claim 12. 
Further, Singh ('824) teaches said transaction includes a consolidation...prior to said consolidation 
under the logic and evidence as presented in Claim 13. Here, Applicant merely 
substitutes said transaction as performed on potentially one inventory in lieu of requiring 
at least two inventories. Regardless, the technical ability existed to substitute one 
inventory if it could execute at least two inventories, thus the result of the substitution is 
predictable. 

As per Claims 34. 38 & 39 . Singh ('824) as modified teaches the method as discussed in 

Claim 33 above. Here, Examiner points Applicant to the logic and evidence as discussed 

in respective substantially similar Claims 13, 17 & 18 for said limitations. 

As per Claims 35 & 36 , Singh ('824) as modified teaches the method as discussed in 

Claim 34 above. Here, Examiner points Applicant to the logic and evidence as discussed 

in respective substantially similar Claims 14 & 15 for said further limitations. 

As per Claim 22 . Singh ('824) discloses a "server" [paragraph 16]. Given Applicant's 

lack of contest to Claims 1 & 2 above, it is inherent that said server is capable of 

producing the fimctionalities as evidenced in Claims 1 above, fixrther including the 



Application/Control Number: 10/735,749 Page 24 

Art Unit: 3692 

limitation "wherein said transaction includes a consolidation... prior to said consolidation" 
from Claim 2 above. Examiner points Applicant to Claims 12 & 13 above for the logic 
and evidence applied in response to Applicant's limitations in view of the prior art of 
record. 

As per Claims 23, 27 & 28 , Singh (824) as modified teaches the system of Claim 22 
above. Here, Examiner points AppUcant to the logic and evidence as discussed in 
respective substantially similar Claims 2, 6 & 7 for a system with said fiirther functional 
limitations. 

As per Claims 24 & 25 , Singh ('824) as modified teaches the system of Claim 23 above. 
Here, Examiner points Applicant to the logic and evidence as discussed in respective 
substantially similar Claims 3 & 4 for a system with said ftirther ftinctional limitations. 



Claims 5, 16, 26 & 37 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Singh et al [2004/0167824] in view of Kochansky et al [2003/0187777] and further in view of 
Spoonhower et al [2004/0177025]. 

As per Claim 16 . Singh ('824) as modified teaches the method of Claim 14 above. 

However, Singh et al ('824) does not explicitly disclose: said indicia further includes 
at least one additional indicium selected from the group consisting of a factor date, factor rate, 
maturity date, current weighted average maturity ("WAM"), weighted average coupon ("WAC"), 
and constant payment rate ("CPR"); Regardless, Spoonhower et al ('025) teaches that 
securities may be grouped by "tjrpe of issuing institution" [paragraph 12] as well 
as "similar characteristics" such as " maturity date and yield " or "arbitrary other 
characteristics of the [mortgage-backed] securities themselves" [see paragraph 13, 
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emphasis added]. Further, Spoonhower et al ('025) teaches that mortgage -backed 
securities are often "illiquid or thinly-traded" thus resulting in "difficulty of 
judging the market value of the securities to be traded" [see paragraph 1]. 
Alternatively, Kochansky et al ('777) teaches that securities are "traded in terms 
of their assumed average life" [paragraph 8], a changing "coupon rate" [paragraph 
7], and "pay down factor" that forms "the basis for calculation of the purchase 
price of the securities." Here, Examiner asserted, uncontested by Applicant, that a 
prudent trader would wish to be apprised of such information when evaluating 
trades as of equivalent value. As such, it would have been obvious to one of 
ordinary skill in the art, at the time of Applicant's invention, to modify Singh et al 
('824) to include such evidenced indicia. 

Further, Singh ('824) does not explicitly disclose said consolidation of mortgage- 
backed securities includes a redistribution of said respective mortgage-backed security to those of 
said account holders that indicate a preference for a particular mortgage-backed security 
characterized by said at least one additional indicium. Regardless, Spoonhower et al ('025) 
teaches that "users are often willing to accept a wide range of mortgage-backed 
securities with similar characteristics." [paragraph 13]. In this vein, the 
method/system can tailor trades based on what "a given user is looking for." 
[paragraph 13]. Here, Examiner asserted, uncontested by Applicant, that a 
prudent investor, or one on his/her behalf, would wish to follow investor 
preferences when trading in a portfolio and return (already owned) preferred 
securities to that portfolio inventory that should not be traded. As such, it would 
have been obvious to one of ordinary skill in the art, at the time of Applicant's 
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invention, to modify Singh et al ('824) to include redistribution of securities, with 
characteristics evidenced in this claim, to their respective account holders. 
As per Claim 5 . Singh et al ('824) discloses a "server" [see paragraph 16]. 

Here, Examiner asserted, uncontested by Applicant, it as inherent that such server 
is capable of producing the functionality as evidenced in Claim 16 above. 
As per Claim 37 . Singh ('824) as modified teaches the method as discussed in Claim 34 
above. Here, Examiner points Applicant to the logic and evidence as discussed in 
respective substantially similar Claim 16 for said further limitations. 
As per Claim 26 , Singh ('824) as modified teaches the system of Claim 23 above. Here, 
Examiner points Applicant to the logic and evidence as discussed in respective 
substantially similar Claims 5 for a system with said further fimctional limitations. 



Claims 8-10, 19-21, 29-31 & 40-42 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Singh et al [2004/0167824] in view of Kochansky et al [2003/0187777] and 
further in view of Non-Patent Literature document entitled "Buy-In Procedures for Mortgage- 
Backed Securities" (hereinafter "Buy-In"). 

As per Claim 19 . Singh ('824) as modified teaches the method of Claim 12 above. 

Further, Singh ('824) teaches said indicia include other pertinent information concerning 
each said mortgage-backed security, including at least a financial institution uniquely identifying a 
holder ofeach mortgage-backed security in each of said inventories [see Claim 13 above]; 
However, Singh et al ('824) does not explicitly disclose at least two inventories are 
received at said receiving step; [see Claim 13 above] 
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Further, Singh ('824) does not explicitly disclose indicia includ[ing]...a Pool Number 
identifying each said mortgage-backed security pool owned by said financial institution; and an 
original face value of each said mortgage-backed security [see Claim 13 above] 
Next, Singh ('824) does not explicitly disclose said inventories include a plurality of 
mortgage-backed seciuities with common Pool Numbers that belong to different financial 
institutions, [see Claim 13 above] 

Next, Singh ('824) does not explicitly disclose an indication of whether said mortgage- 
backed seciu-ity pool was a subject of a failed transaction; Regardless, uncontested by 

Applicant, Apphcant admits that prior art trading involves "failed trades" [see 
Applicant's Background Of The Invention, page 3, line 11]. In this vein, Buy-In 
teaches established courses of action when such "failed transactions" occur. 
Here, one of the options is for a Customer to "accept, from the Seller in 
satisfaction of the Seller's obligation under the original contract the delivery of 
such Comparable (better if the same) Securities" [see page 2, Section C, 2]. Here, 
Examiner asserted, uncontested by Applicant, that a prudent investor would 
comply with the regulations of the Securities Act of 1986. Thus it is predictable 
that an investor would mark/indicate securities of failed transactions. As such, it 
would have been obvious to one of ordinary skill in the art, at the time of 
Applicant's invention, to modify Singh et al ('824) to include indicia of 
mortgage-backed securities that are subject to a failed transaction. 

Lastly, Singh ('824) does not explicitly disclose said transaction includes a resolution of 
a round robin arising out of a plurality of said failed transactions. Regardless, uncontested by 

Applicant, Applicant admits that "prior art methods of trading" result in "failed 
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trades often lead[ing] to a so-called "round robin" scenario, [see Applicant's 
Background Of The Invention, page 3, line 1 1 & paragraph 10]. In this vein, 
Buy-In teaches that a course of action includes "sell[ing] the Mortgage-Backed 
Securities back to the Seller on terms which provide that the Seller pay an amount 
which includes accrued interest and bear the burden of any change in market 
value." [see page 2, Section C, 2]. In this vein, to avoid possible market increases 
(at a loss to the Seller), one would wish to purchase the actual security for 
delivery. As such, it would have been obvious to one of ordinary skill in the art, 
at the time of Applicant's invention, to modify Singh et al ('824) to include the 
resolution of failed transactions by a round robin trading scenario. 
As per Claim 20 . Singh ('824) as modified teaches the method of Claim 12 above. 

Further, Singh et al ('824) teaches said indicia include other pertinent information 
concerning each said mortgage-backed security, including at least a financial institution uniquely 
identifying a holder of each mortgage-backed security in each of said inventories [see Claim 13 
above]; 

However, Singh et al ('824) does not explicitly disclose at least two inventories are 

received at said receiving step; [see Claim 13 above] 

Further, Singh ('824) does not explicitly disclose indicia includ[ing] . . .a Pool Number 
identifying each said mortgage-backed security pool owned by said financial institution; and an 
original face value of each said mortgage-backed security [see Claim 13 above] 
Next, Singh ('824) does not explicitly disclose said inventories include a plurality of 
mortgage-backed securities with common Pool Numbers that belong to different financial 

institutions, [see Claim 13 above] 
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Next, Singh ('824) does not explicitly disclose an indication of whether said mortgage- 
backed security pool was a subject of a failed transaction; Regardless, uncontested by 
Applicant, Applicant admits that prior art trading involves "failed trades" [see 
Applicant's Background Of The Invention, page 3, line 1 1] In this vein, Buy-In 
teaches established courses of action when such "failed transactions" occur. 
Here, one of the options is for a Customer to "accept, from the Seller in 
satisfaction of the Seller's obligation under the original contract the delivery of 
such Comparable (better if the same) Securities" [see page 2, Section C, 2]. Here, 
Examiner asserted, uncontested by Applicant, that a prudent investor would 
comply with the regulations of the Securities Act of 1986. Thus it is predictable 
that an investor would mark/indicate securities of failed transactions. As such, it 
would have been obvious to one of ordinary skill in the art, at the time of 
Applicant's invention, to modify Singh et al ('824) to include indicia of 
mortgage-backed securities that are subject to a failed transaction. 
Lastly, Singh ('824) does not explicitly disclose said transaction includes arranging a 
substitution of one of said mortgage-backed securities from one financial institution to a second 
financial institution having a failed transaction associated with another one of said mortgage- 
backed securities. Regardless, uncontested by Applicant, Applicant admits that 
"prior art methods of trading" result in "pool[s] of funds being shifted from one 
financial institution to another" [see Applicant's Background Of The Invention, 
page 3, line 12]. Further, Buy-In teaches that failed transactions can be 
substituted with "Comparable Securities" [see page 2, Section C, 2 & page 1, 
Section B]. Here, Examiner asserted, uncontested by Applicant, that a prudent 
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investor would comply with the regulations of the Securities Act of 1986. As 
such, it would have been obvious to one of ordinary skill in the art, at the time of 
Applicant's invention, to modify Singh et al ('824) to include the substitution of 
one comparable mortgage-backed security for another in a failed trade situation. 

As per Claim 21 , Singh ('824) as modified teaches the method of Claim 12 above. 

Further, Singh et al ('824) teaches said indicia include other pertinent information 
concerning each said mortgage-backed security, including at least a financial institution uniquely 
identifying a holder of each mortgage-backed security in each of said inventories [see Claim 13 
above]; 

However, Singh et al ('824) does not explicitly disclose: at least two inventories are 
received at said receiving step; [see Claim 13 above] 

Further, Singh ('824) does not explicitly disclose indicia includ[ing] . . .a Pool Number 

identifying each said mortgage-backed security pool owned by said financial institution; and an 
original face value of each said mortgage-backed security [see Claim 1 3 above] 
Next, Singh ('824) does not explicitly disclose said inventories include a plurality of 
mortgage-backed securities with common Pool Numbers that belong to different financial 
institutions, [see Claim 13 above] 

Next, Singh ('824) does not explicitly disclose said transaction includes arranging a loan 
of at least of said one mortgage-backed securities between two of said financial institutions. 
Regardless, uncontested by Applicant, Applicant admits that "prior art methods of 
trading" result in "pool[s] of fiinds being shifted from one financial institution to 
another" [see Applicant's Background Of The Invention, page 3, line 12]. Under 
broad interpretation, a loan includes a "temporary" shifting that "is not a 
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permanent answer" [see Applicant's Background Of The Invention, page 3, line 
13]. In this vein, Buy-In teaches that a purchaser, following procedures, who has 
not received his/her securities has the option to "buy-in at the current market 
value all or any part of the same or Comparable Securities necessary to complete 
the transaction." [see page 4, section D, 3]. Here, Examiner asserted, uncontested 
by AppUcant, that a prudent investor, or one on his/her behalf, would wish to 
avoid such a situation if he/she does not currently hold the securities. As such, it 
is predictable that such an investor would look for a loan of securities, on margin, 
until other options under the Securities Act could be executed. As such, it would 
have been obvious to one of ordinary skill in the art, at the time of Applicant's 
invention, to modify Singh et al ('824) to include a loan of mortgage-backed 
securities amongst financial institutions. 
As per Claims 8-10 . Singh et al ('824) discloses a "server" [see paragraph 16]. 

Here, Examiner asserted, imcontested by Applicant, it as inherent that such server 
is capable of producing the functionality as evidenced in Claims 19-21 above. 
As per Claims 40-42 . Singh ('824) as modified teaches the method as discussed in Claim 
33 above. Here, Examiner points Applicant to the logic and evidence as discussed in 
respective substantially similar Claims 19-21 for said further limitations. 
As per Claims 29-31 . Singh (824) as modified teaches the system of Claim 22 above. 
Here, Examiner points Applicant to the logic and evidence as discussed in respective 
substantially similar Claims 8-10 for a system with said further functional limitations. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John D. Scarito whose telephone number is (571) 270-3448. The 
examiner can normally be reached on M-Th (7:30-5:00), Alternate F (7:30-4:00). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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